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To determine whether there was bad faith, the court had  
to consider the applicant’s intention at the time when  
he filed the CTM application. This was a subjective factor 
and should be determined by reference to the objective 
circumstances of the particular case; if there is no direct 
evidence of the trademark owner’s knowledge, this may  
be determined by reference to common knowledge in the 
relevant sector.

Intention to prevent competitor use – this could, in certain 
circumstances, constitute bad faith. This would also apply  
if the applicant applied for a CTM without intending to use 
it, but with the sole objective of preventing a third party 
from entering the market.  

Prior reputation – if the applicant’s sign already had a 
reputation at the time of application, this could be a factor 
in determining whether the applicant was acting in bad 
faith. An example of this might be if the applicant knew 
that a newcomer to the market was trying to take 
advantage of its mark by copying its presentation, and the 
applicant then sought to register its sign with a view to 
preventing use of that presentation. The national court 
should also consider the geographical extent of a mark’s 
reputation at the time of a CTM application, as the extent 
of that reputation might justify the applicant’s interest in 
ensuring a wider legal protection for its mark.

The nature of the mark – if the CTM applied for is a 3D 
mark, consisting of the shape of a product, it might be 
easier to establish bad faith where a competitor’s freedom 
to choose the shape of a product and its presentation is 
restricted by technical or other factors, so that the 
trademark owner is effectively excluding all competitors 
from the market.

Implications
The ECJ’s judgment is of particular significance because it is 
the first time that the ECJ has considered the meaning of 
bad faith under the CTM Regulation or the EC Trade Marks 
Directive (89 / 104). The test is broad and flexible, allowing 
plenty of room for national courts to consider each case on 
its particular facts.  

Although the ECJ did not specifically limit its judgment to 
three-dimensional marks, the fact that this case concerned 
a shape mark was clearly significant. It was important to 
ascertain the extent to which competitors were able to 
choose the shape of their products and to what extent  
they were limited by technical or commercial factors – here 
those dictated by packaging technology. Nevertheless, the 
principles outlined in the judgment are sufficiently broad 
that they may be applied to all kinds of trademarks.
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